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DETAILED ACTION 

1. The claims currently in prosecution in this case were filed on July 24, 2006 and 
include 31 claims. Prior to July 24, only claims 1-14 and 16-31 of this set were in 
prosecution. The claim set filed on August 31, 2006 was not officially entered. In 
applicant's response to the Notice of Non-Compliant Amendment, it was indicated that 
applicant only intends to claim claims 1-14 and 16-31 of the currently entered claim set, 
and therefore these claims will be addressed in the current Office Action. In order to 
eliminate the confusion generated by the claim amendments of July 24 and August 31, 
2006, the Examiner recommends for applicant to cancel currently pending claims 1-31 
and renumber those claims intended for prosecution beginning at claim 32. 

Double Patenting 

2. The provisional statutory double patenting rejection made against currently 
pending claims 1-14 and 16-31 in the previous Office Action was not addressed in 
Applicant's reply. Therefore, the Examiner assumes Applicant agrees with the statutory 
double patenting rejection made against currently pending claims 1-14 and 16-31 and 
the rejection stands. 

Response to Arguments 

3. Applicant's arguments filed July 24, 2006 have been fully considered but they are 
not persuasive. 

4. Regarding the rejection of claims 1-5, 11-15, and 22-26 as being anticipated by 
Park, the Applicant argues that Park fails to teach each and every aspect of the claimed 
invention. Specifically, the Applicant argues that Park fails to teach extending a pacing 
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interval between the delivered pacing pulse and a subsequently delivered pacing pulse 
based on the detection of intrinsic ventricular activity. As previously discussed, Park 
discloses that during the resynchronization step 208 of Figure 2, that the pacing rate 
was gradually reduced by a selected delta rate (see paragraph 47). Therefore, during 
the resynchronization step 208 of Park the pacing interval is extended between the 
delivered pacing pulse and a subsequently delivered pacing pulse. Applicant argues 
that after the resynchronized pacing step 208, the tiered therapy activates overdrive 
pacing at step 210. However, as disclosed at paragraph 45 of Park, after 
resynchronized pacing at 208, the system can precede either to dynamic overdrive 
pacing at 210 or to detect a respiratory parameter at 212. Therefore, Park teaches 
proceeding from the resynchronized pacing step to the respiratory parameter detection 
step without overdrive pacing the heart, therefore the pacing rate is not increased to an 
overdrive pacing rate. 

5. Regarding the rejection of claims 1, 2, 4-12, 14-23, and 25-31 as being 
anticipated by Van Dam, the Applicant argues that Van Dam fails to teach each and 
every aspect of the claimed invention. Specifically, the Applicant argues that Van Dam 
fails to teach detecting intrinsic ventricular activity within a sensed ventricular signal. 
However, in Figure 6, Van Dam illustrates a flow diagram of a cardiac cycle including 
detecting a ventricular sense event resulting from a delivered pacing pulse at step 200. 
Further, Van Dam discloses detecting intrinsic ventricular activity within the sensed 
ventricular signal at step 203. The Examiner contends that Applicant improperly 
characterizes the Van Dam reference. At step 200 of Figure 6, Van Dam determines 
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whether the detected Vevent is a pacing event or a sensing event. Rather than being 
the ventricular evoked response, as argued by the Applicant, the Vpace event is 
actually the detection of the pacing pulse being delivered to the ventricle, more 
commonly known as the pacing artifact. The Vsense disclosed by Van Dam is the 
ventricular evoked response detection, which is the sensed ventricular signal resulting 
from a pacing pulse. Therefore, at step 203, Van Dam does disclose detecting intrinsic 
ventricular activity within the sensed ventricular signal resulting from a pacing pulse. 

Double Patenting 

6. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Oc/cerf, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, All F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

7. Claims 1-14 and 16-31 are provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claims 1-14 and 16-31 of copending Application 
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No. 10/424,585. This is a provisional double patenting rejection since the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-5, 11-15, and 22-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Park et al. (U.S. 2003/0153954). Regarding claims 1, 11, and 22, Park et 
al. discloses a device which delivers a pacing pulse to a heart, detects intrinsic 
ventricular activity within the heart, and extends a pacing interval between pacing 
pulses based on detecting intrinsic ventricular activity (see paragraphs 22 and 24). 

10. Regarding claims 2, 12, and 23, it is inherent that when the device of Park et al. 
extends the pacing interval between pacing pulses, thus increasing the amount of time 
between pulses, the detection of intrinsic ventricular activity is aided. If there is a longer 
period of time during which there is no pacing pulse, the possibility of detecting intrinsic 
ventricular activity is enhanced. 

11. Regarding claims 3, 13, and 24, Park et al. discloses that modifying the pacing 
interval includes modulating an atrial to ventricular pacing delay (see paragraph 70, In. 

1-3). 



Application/Control Number: 10/822,487 Page 6 

Art Unit: 3766 

12. Regarding claims 4, 14, and 25, Park et al. discloses that the pacing pulses 
which is delivered to the heart maybe be delivered to a ventricle of the heart (see 
paragraph 61, In. 1-3). 

13. Regarding claims 5, 15, and 26, it is inherent that the subsequently delivered 
pacing pulse of Park et al. may be delivered to a ventricle of the heart after the delivered 
pacing pulse (see paragraph 61, In. 1-3). 

14. Claims 1,2, 4-12, 14-23, and 25-31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Van Dam (U.S. Patent No. 6,836,682). Regarding claims 1, 11, and 22, 
Park et al. discloses a pacing system that is capable of delivering a pacing pulse to a 
heart via leads 16 and 18, detects intrinsic ventricular activity (see col. 11, In. 21-22), 
and extends a pacing interval between pacing pulses based on the detection of intrinsic 
ventricular activity (see col. 1 , In. 7-11). 

15. Regarding claims 2, 12, and 23, it is inherent that when the device of Van Dam 
extends the pacing interval between pacing pulses, thus increasing the amount of time 
between pulses, the detection of intrinsic ventricular activity is aided. If there is a longer 
period of time during which there is no pacing pulse, the possibility of detecting intrinsic 
ventricular activity is enhanced. 

16. Regarding claims 4, 14, and 25, Van Dam discloses ventricular pacing electrodes 
28 and 29 at the distal end of ventricular pacing lead 18 which are capable of delivering 
a pacing pulse to a ventricle of the heart (see col. 4, In. 19-21). 
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17. Regarding claims 5, 15, and 26, it is inherent that the subsequently delivered 
pacing pulse of Van Dam may be delivered to a ventricle of the heart after the delivered 
pacing pulse (see col. 4, In. 19-21). 

18. Regarding claims 6, 16, and 27, Van Dam discloses that in order to detect 
intrinsic ventricular activity within the heart, a past ventricular signal is compared with 
the current ventricular signal (see col. 1, In. 56-59). 

19. Regarding claims 7, 17, and 28, the Examiner takes the position that it is inherent 
that the device of Van Dam utilizes a past ventricular signal where the heart is fully 
captured by the past pacing pulse. It is necessary for a pacing pulse to fully capture the 
heart in order to evoke a cardiac response that generates the QT interval of Van Dam. 

20. Regarding claims 8, 18, and 29, Van Dam discloses that a past ventricular signal 
may be a most recent ventricular signal resulting from a most recent pacing pulse (see 
col. 11, In. 37-41). 

21. Regarding claims 9, 19, and 30, Van Dam discloses comparing at least one 
morphological characteristic of a past ventricular signal to the same morphological 
characteristic of the current ventricular signal (see col. 3, In. 9-11). 

22. Regarding claims 10, 20, and 31, Van Dam discloses that a morphological 
characteristic that may be used is a T-wave amplitude or T wave slope (see col. 3, In. 9- 
11). 

23. Regarding claim 21 , Van Dam discloses memory 59 which may be used to store 
the past ventricular signal (see Figure 5). 
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The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tammie Heller whose telephone number is 571-272- 
1986. The examiner can normally be reached on Monday through Friday from 7am until 
3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on 571-272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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